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Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [3 Claim(s) ;M is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1^4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 . 121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 M Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinaiy skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over by Li 
et al. (USPN 6,004,822) in view of Cowen, S. "Small is Beautiful". Chemistry and 
Indusky. Chenzistry and Industry Review, Chemical Society, No. 19, 5 October 1998, 
pp. 792-793. 

Li teaches a device and method for measuring solubility of submilliliter quantities. 
The apparatus comprises a housing (2) which includes two chamber (17, 19). A solid 
and a solvent are received in one chamber (col. 6, lines 18-40). A filter is dispose 
between the two chambers in order to stop undissolved solids from passing from 
chamber (17) to chamber (19). A pump is used to force mixing of the solid and solvent. 
A working volume (predetermined) defined by the chambers 19 and 19 may range from 
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about 10 to 400 ul, however other working volumes may be used depending upon the 
diameter and stroke distance of the pistons selected by the user (col. 7, lines 29-38). 
The solution in chamber 19 is free of undissolved compounds is then withdrawn an 
analyzed by appropriate means (detector,) to determine its concentration following 
suitable dilution with known quantities of additional solvent (col 8, lines 3-12; direct 
measurement). Li shows in figure 1 and figure 2 concentration versus time curve for a 
typical chemical compound in a particular solvent. One can determine the rate of 
dissolution by reference to the measurement of the solid sample removed from the 
region and the amount of liquid used over time from this. 
Li does not teach that the device is microfabricated. 

Cowen teaches that there are many reasons for wanting to shrink the laboratory 
down onto a chip. Smaller instruments mean that the transfer of heat and mass occurs 
more quickly because shorter distances are involved. This speeds up performance 
dramatically. Therefore, it would have been obvious to one having an ordinary skill in 
the art to modify Li to employ a microfabricated device, given the volume, quantity and 
filter pore size, in order to take advantage of the benefits of such microfabricated 
devices. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel P Siefke whose telephone number is 571-272- 
1262. The examiner can normally be reached on M-F 7:00am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on 571-272-1700. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Sam P. Siefke 
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